
 
 

No. 2014-1335 
____________________________________ 

 
IN THE UNITED STATES COURT OF APPEALS 

FOR THE FEDERAL CIRCUIT 
____________________________________ 

 
APPLE INC.,  

     Plaintiff-Appellee, 
v. 

SAMSUNG ELECTRONICS CO., LTD.,   
SAMSUNG ELECTRONICS AMERICA, INC., AND 

SAMSUNG TELECOMMUNICATIONS AMERICA, LLC,  
     Defendants-Appellants. 

___________________________________ 
 

Appeal from the United States District Court for the Northern District of California 
In Case No. 11-CV-01846-LHK, Judge Lucy H. Koh 

____________________________________ 

BRIEF OF 26 DESIGN EDUCATORS AS AMICI CURIAE  
IN SUPPORT OF APPELLEE APPLE INC. 

____________________________________ 
 
 
Theodore J. Boutrous, Jr. 
GIBSON, DUNN & CRUTCHER LLP
333 South Grand Avenue 
Los Angeles, CA  90071 
(213) 229-7000 
 
H. Mark Lyon 
GIBSON, DUNN & CRUTCHER LLP
1881 Page Mill Road 
Palo Alto, CA  94304 
(650) 849-5300 
 
August 4, 2014 

 
Brian M. Buroker 
  Principal Attorney 
Mark A. Perry 
Howard S. Hogan 
Lucas C. Townsend 
Sarah J. Sladic 
GIBSON, DUNN & CRUTCHER LLP 
1050 Connecticut Avenue, N.W. 
Washington, DC  20036 
(202) 955-8500 
 
 

Counsel for Amici Curiae Design Educators in Support of Apple Inc. 

Case: 14-1335     CASE PARTICIPANTS ONLY Document: 99     Page: 1     Filed: 08/04/2014



i 
 

CERTIFICATE OF INTEREST 

Counsel for Amici Curiae certifies the following:  

 1. The full names of every party or amicus represented by me are the 26 

design educators in support of appellee Apple Inc. that are listed in the attachment 

to this Certificate of Interest. 

2. The name of the real party in interest (if the party named in the cap-

tion is not the real party in interest) represented by me is:  

Not applicable. 

 3. All parent corporations and any publicly held companies that own 10 

percent or more of the stock of the party or amicus curiae represented by me are: 

Not applicable. 

4. The names of all law firms and the partners or associates that ap-

peared for the party or amicus now represented by me in the trial court or agency 

or are expected to appear in this court are: 

Gibson, Dunn & Crutcher LLP 
Theodore J. Boutrous, Jr. 
Mark A. Perry 
H. Mark Lyon 
Brian M. Buroker 
Howard S. Hogan 
Lucas C. Townsend 
Sarah J. Sladic 

 

 

  
August 4, 2014  /s/ Brian M. Buroker 

Date  Brian M. Buroker 

Case: 14-1335     CASE PARTICIPANTS ONLY Document: 99     Page: 2     Filed: 08/04/2014



ii 
 

ATTACHMENT TO  
CERTIFICATE OF INTEREST 

 
26 Design Educators in Support of Appellee Apple Inc.* 

 
Michael McCoy 
Former co-Chair, Design Department 
Cranbrook Academy of Art 
 
Steven Carl Visser 
Professor of Industrial Design 
Purdue University 
 
Lorraine Justice, PhD, FIDSA 
Dean, College of Imaging Arts and Sciences 
Rochester Institute of Technology 
 
Jim Agutter 
Assistant Professor 
Director, Design Program 
Director, Spark Design Initiative 
Director of Design, Center for Medical Innovation 
College of Architecture + Planning 
University of Utah 
 
Prasad Boradkar 
Associate Professor 
Arizona State University 
 
James G. Budd 
Professor & Chair 
School of Industrial Design 
Georgia Institute of Technology 
 

                                           

 * Each Design Educator is participating in his or her individual capacity.  Titles 
and affiliations have been provided for identification purposes only. 

Case: 14-1335     CASE PARTICIPANTS ONLY Document: 99     Page: 3     Filed: 08/04/2014



iii 
 

Rama Chorpash 
Director of Product Design + Associate Professor  
Parsons the New School for Design  
 
Gregory Bryant Darby , IDSA 
Associate Professor, Product Design Department  
College for Creative Studies 
 
Ed Dorsa, IDSA 
Associate Professor and Chair, Industrial Design Program 
School of Architecture + Design 
Virginia Polytechnic Institute and State University (Virginia Tech) 
 
Tom Gattis  
Dean, School of Design Arts 
Professor & Chair Industrial Design 
Columbus College of Art & Design 
 
Allan Hastings, IDSA SAE 
Professor & Director of Product Design Studies 
Interior Architecture & Product Design 
Kansas State University 
 
James Kaufman, FIDSA 
Emeritus Professor of Design - Ohio State University 
Former Chair, Department of Design – Ohio State University 
 
Brook Kennedy 
Associate Professor, Industrial Design 
School of Architecture + Design 
Virginia Polytechnic Institute and State University (Virginia Tech) 
 
Haig Khachatoorian, IDSA 
Professor of Industrial Design 
Department of Graphic Design & Industrial Design 
College of Design 
North Carolina State University 
 

Case: 14-1335     CASE PARTICIPANTS ONLY Document: 99     Page: 4     Filed: 08/04/2014



iv 
 

Carol Joan Lasch 
Associate Professor, 
Rhode Island School of Design 
  
Thornton Lothrop, IDSA 
Associate Professor, Industrial Design 
Milwaukee Institute of Art and Design 
 
Tom Matano 
Executive Director, School of Design 
Academy of Art University 
 
George L. McCain, FIDSA 
Affiliate Associate Professor, School of Art,  
University of Washington  
 
Zhenyu Cheryl Qian 
Assistant Professor of Interaction Design in Industrial Design 
Purdue University 
 
Lance G. Rake 
Professor of Industrial Design 
The University of Kansas 
 
James Morley Read, IDSA 
Professor of Industrial Design 
Massachusetts College of Art and Design 
 
Kevin Reeder, IDSA 
Associate Professor 
University of Illinois at Urbana Champaign 
 
“Ted” Jinseup Shin, IDSA 
Chair, Department of Industrial Design 
Metropolitan State University of Denver 
 

Case: 14-1335     CASE PARTICIPANTS ONLY Document: 99     Page: 5     Filed: 08/04/2014



v 
 

Bruce M. Tharp, PhD 
Associate Professor of Industrial Design 
Director of Graduate Studies 
School of Design 
University of Illinois at Chicago 
 
Gregory Thomas, IDSA 
Professor | Design 
Director, Center for Design Research 
University of Kansas 
 
Richard Wilfred Yelle, IDSA 
Chair Industrial Design 
Shintaro Akatsu School of Design (SASD) 
University of Bridgeport 

Case: 14-1335     CASE PARTICIPANTS ONLY Document: 99     Page: 6     Filed: 08/04/2014



 
 

TABLE OF CONTENTS 
Page 

  vi

 

STATEMENT OF INTEREST OF AMICI CURIAE ................................................ 1 

SUMMARY OF ARGUMENT ................................................................................. 2 

BACKGROUND ....................................................................................................... 4 

ARGUMENT ............................................................................................................. 8 

I. The Patent Laws Mandate An Award Of The Design Patent 
Infringer’s “Total Profit” ................................................................................. 8 

II. Strong Patent Protection Is Vital To Innovation In The Increasingly 
Important Field Of Industrial Design ............................................................ 11 

A. Industrial Design Is Critical To Product Success ................................ 11 

B. Design Cannot Be Isolated From The Product As A Whole .............. 17 

C. Design Patents Are An Important Protection Against  
Counterfeiting ...................................................................................... 21 

III.  The Law Professors’ Policy Arguments Are Misplaced And Wrong ........... 25 

CONCLUSION ........................................................................................................ 33 
 
 

Case: 14-1335     CASE PARTICIPANTS ONLY Document: 99     Page: 7     Filed: 08/04/2014



 
 

TABLE OF AUTHORITIES 
Page 

 

  vii

Cases 

Bergstrom v. Sears, Roebuck & Co.,  
496 F. Supp. 476 (D. Minn. 1980) ......................................................................... 9 

Catalina Lighting, Inc. v. Lamps Plus, Inc.,  
295 F.3d 1277 (Fed. Cir. 2002) ............................................................................ 27 

Dobson v. Dornan,  
118 U.S. 10 (1886) ................................................................................................. 9 

Dobson v. Hartford Carpet Co.,  
114 U.S. 439 (1885) ............................................................................................... 9 

Halliburton Co. v. Erica P. John Fund, Inc.,  
134 S. Ct. 2398 (2014) ......................................................................................... 10 

LaserDynamics, Inc. v. Quanta Computer, Inc.,  
694 F.3d 51 (Fed. Cir. 2012) ................................................................................ 26 

L.A. Gear, Inc. v. Thom McAn Shoe Co.,  
988 F.2d 1117 (Fed. Cir. 1993) ............................................................................ 24 

Nike, Inc. v. Wal-Mart Stores, Inc.,  
138 F.3d 1437 (Fed. Cir. 1998) ............................................................................ 10 

Payless Shoesource, Inc. v. Reebok Int’l Ltd.,  
998 F.2d 985 (Fed. Cir. 1993) .............................................................................. 23 

Payless Shoesource, Inc. v. Reebok Int’l Ltd.,  
No. 92-4208-S (D. Kan. July 27, 1993) ............................................................... 23 

United States v. Univis Lens Co.,  
316 U.S. 241 (1942) ............................................................................................... 8 

Untermeyer v. Freund,  
58 F. 205 (2d Cir. 1893) ................................................................................ 10, 25 

Case: 14-1335     CASE PARTICIPANTS ONLY Document: 99     Page: 8     Filed: 08/04/2014



 
 

TABLE OF AUTHORITIES 
(continued) 

Page 
 

viii 

Constitutional Provisions 

U.S. Const. art. I, § 8, cl. 8 .....................................................................................4, 8 

Statutes 

35 U.S.C. § 284 ........................................................................................................ 27 

35 U.S.C. § 287(a) ................................................................................................... 30 

35 U.S.C. § 289 ......................................................................................... 8, 9, 24, 27 

Act of Aug. 29, 1842, ch. 263, § 3, 5 Stat. 543 ......................................................... 8 

Act of Feb. 4, 1887, ch. 105, 24 Stat. 387 ................................................................. 9 

Books 

Kim Goodwin, Designing for the Digital Age (2009) .................... 11, 12, 16, 18, 20 

Lois F. Herzeca & Howard S. Hogan, Fashion Law and Business:  
Brands and Retailers (2013) ................................................................................ 13 

William Lidwell & Gerry Manacsa, Deconstructing Product Design:  
Exploring the Form, Function, Usability, Sustainability, and 
Commercial Success of 100 Amazing Products (2009) ............................ 6, 18, 19 

John Neuhart & Marilyn Neuhart, Eames Design:  The Work of the 
Office of Charles and Ray Eames (1989) ............................................................. 32 

Don Norman, The Design of Everyday Things (2013) ............................................ 19 

Retrofitting the Built Environment (William Swan & Philip Brown, 
eds. 2013) .............................................................................................................. 19 

Karl T. Ulrich & Steven D. Eppinger, Product Design and 
Development (5th ed. 2012) ........................................................ 12, 13, 14, 15, 16 

Case: 14-1335     CASE PARTICIPANTS ONLY Document: 99     Page: 9     Filed: 08/04/2014



 
 

TABLE OF AUTHORITIES 
(continued) 

Page 
 

ix 

Articles and Reports 

Janneke Blijlevens et al., How Consumers Perceive Product 
Appearance: The Identification of Three Product Appearance 
Attributes, 3 Int’l J. Design 27 (2009) .................................................................. 12 

Business Action to Stop Counterfeiting and Piracy, Estimating the 
Global Economic and Social Impacts of Counterfeiting and Piracy 
7 (2011), http://www.iccwbo.org/Data/Documents/Bascap/Global-
Impacts-Study---Full-Report/ ............................................................................... 22 

Suraj Commuri, The Impact of Counterfeiting on Genuine-Item 
Consumers’ Brand Relationships, 73 J. Marketing 86 (2009) ............................. 22 

P.J. Federico, Commentary on the New Patent Act (1954), reprinted in 
75 J. Pat. Trademark Off. Soc’y 161 (1993) .......................................................... 9 

John P. Guenther, Adapting Practices to Deal with Recent Game-
Changing Cases, Aspatore, 2010 WL 1535343 (Apr. 2010) .................. 23, 24, 28 

Viva R. Moffat, The Copyright/Patent Boundary,  
48 U. Rich. L. Rev. 611 (2014) ............................................................................ 18 

Hakil Moon et al., Product Design Innovation and Customer Value: 
Cross-Cultural Research in the United States and Korea,  
30 J. Prod. Innovation Mgmt. 31 (2013) ........................................................ 12-13 

Bonnie Nichols, Valuing the Art of Industrial Design:  A Profile of the 
Sector and Its Importance to Manufacturing, Technology, and 
Innovation, National Endowment for the Arts Research Report No. 
56 (2013), http://arts.gov/sites/default/files/Valuing-Industrial-
Design.pdf .......................................................................................... 14, 15, 16, 20 

Claudia Townsend & Sanjay Sood, Self-Affirmation through the 
Choice of Highly Aesthetic Products, 39 J. Consumer Res. 415 
(2012) .................................................................................................................... 12 

Case: 14-1335     CASE PARTICIPANTS ONLY Document: 99     Page: 10     Filed: 08/04/2014



 
 

TABLE OF AUTHORITIES 
(continued) 

Page 
 

x 

United Nations Office on Drugs and Crime, The Globalization of 
Crime: A Transanational Organized Crime Threat Assessment  
(2010), https://www.unodc.org/documents/data-and-
analysis/tocta/TOCTA_Report_2010_low_res.pdf ....................................... 22, 23 

Other Authorities 

18 Cong. Rec. 834 (1887) ................................................................................... 9, 29 

Apple Inc., Annual Report (Form 10-K) (Oct. 30, 2013) ........................................ 20 

Apple Inc., Supplier Responsibility 2014 Progress Report, 
https://www.apple.com/supplier-responsibility/pdf/Apple_ 
SR_2014_Progress_Report.pdf ............................................................................ 19 

The Art Institutes, Industrial Design Bachelor of Science, 
http://new.artinstitutes.edu/seattle/Programs/industrial-design/1817 .................. 31 

Kurt Badenhausen, Apple Dominates List of the World’s Most 
Valuable Brands, Forbes (Nov. 6, 2013), 
http://www.forbes.com/sites/kurtbadenhausen/2013/11/06/apple-
dominates-list-of-the-worlds-most-valuable-brands/ ........................................... 21 

Bureau of Labor Statistics, U.S. Dep’t of Labor, Occupational 
Outlook Handbook (2014-15 ed.), http://www.bls.gov/ooh/arts-and-
design/industrial-designers.htm ............................................................................ 16 

Brian X. Chen, Samsung Emerges as a Potent Rival to Apple’s Cool, 
N.Y. Times, Feb. 10, 2013, 
http://www.nytimes.com/2013/02/11/technology/samsung-
challenges-apples-cool-factor.html?pagewanted=all&_r=0 ......................... 13, 14 

Tania Chen & Damian Joseph, 50 Coolest Products of the 21st 
Century, Bloomberg Businessweek, 
http://images.businessweek.com/ss/09/07/0729_IDEA_best_of/42.h
tm ............................................................................................................................ 6 

Case: 14-1335     CASE PARTICIPANTS ONLY Document: 99     Page: 11     Filed: 08/04/2014



 
 

TABLE OF AUTHORITIES 
(continued) 

Page 
 

xi 

Lev Grossman, Invention of the Year: The iPhone, Time,  
Nov. 1, 2007 ........................................................................................................... 6 

Industrial Design Society of America, Fact Sheet, http://idsa.org/idsa-
fact-sheet ............................................................................................................... 15 

James Dyson Award 2014, http://www.jamesdysonaward.org/ .............................. 17 

Tom May, 25 Inspiring Examples of Industrial Design, Creative Bloq 
(June 19, 2014), http://www.creativebloq.com/product-
design/examples-industrial-design-12121488 ........................................................ 6 

Walter S. Mossberg & Katherine Boehret, Testing Out the iPhone, 
Wall Street J., June 27, 2007, at D1 ....................................................................... 6 

NASAD Accredited Institutional Members, http://nasad.arts-
accredit.org/index.jsp?page=List_Accredited_Members ..................................... 15 

NASAD, Handbook 2013-2014, http://nasad.arts-
accredit.org/site/docs/Handbook/NASAD_HANDBOOK_2013-
14.pdf .................................................................................................................... 31 

Kristi Nelson, NASAD, Report of the President (2013), 
http://nasad.arts-accredit.org/site/docs/ANNUAL% 
20MEETING%20PAPERS/NASAD_2013_President’s_Report.pdf .................. 15 

New Year Honours–United Kingdom, London Gazette, supp. no. 1, 
Dec. 31, 2011, available at 
https://www.thegazette.co.uk/London/issue/60009/supplement/24....................... 5 

David Pogue, Apple Waves Its Wand at the Phone, N.Y. Times, Jan. 
11, 2007, at C1 ........................................................................................................ 7 

Pratt Institute, Master of Industrial Design, 
https://www.pratt.edu/academics/art-design/art-grad/industrial-
design-grad/industrial-design-mid/ ...................................................................... 31 

Case: 14-1335     CASE PARTICIPANTS ONLY Document: 99     Page: 12     Filed: 08/04/2014



 
 

TABLE OF AUTHORITIES 
(continued) 

Page 
 

xii 

Press Release, J.D. Power & Associates, Customer Satisfaction with 
Feature-Rich Smartphones Increases as the Segment’s Popularity 
Continues to Rise (Mar., 21, 2013), http://www.jdpower.com/press-
releases/2013-us-wireless-smartphone-satisfaction-study-volume-1-
and-2013-us-wireless ...................................................................................... 28-29 

Q&A: The Design Patent System’s Damaging Consequences, 
Republic 3.0 (2014), http://republic3-0.com/design-patent-system-
damaging-consequences-mark-lemley/ ................................................................ 26 

Sameer Singh, Galaxy S4: A Sign of Shrinking Smartphone 
Development Cycles, Tech-Thoughts (Mar. 15, 2013), 
http://www.tech-thoughts.net/2013/03/galaxy-s4-shrinking-
smartphone-development-cycles.html#.U8w0zrkg-M8 ....................................... 28 

U.S. Chamber of Commerce & International Trade Administration, 
Top 10 Ways to Protect Yourself from Counterfeiting and Piracy 
(2007), http://www.trade.gov/press/press_releases/2007/top10-
stopfakes_041007.pdf ........................................................................................... 21 

U.S. Consumer Product Safety Commission, Asurion Recalls 
Counterfeit BlackBerry®-branded Batteries Due to Burn and Fire 
Hazards (Aug. 10, 2010), 
http://www.cpsc.gov/en/Recalls/2010/Asurion-Recalls-Counterfeit-
BlackBerry-branded-Batteries-Due-to-Burn-and-Fire-Hazards/ ......................... 23 

 

 

 

Case: 14-1335     CASE PARTICIPANTS ONLY Document: 99     Page: 13     Filed: 08/04/2014



 

1 

STATEMENT OF INTEREST OF AMICI CURIAE 

Amici are current and former professors and educators of industrial design at 

schools throughout the United States.  We have no personal interest in the outcome 

of this case, but a professional interest in seeing that design patent law continues to 

protect the innovation and creativity of designs created by those who contribute to 

and study the field of industrial design that fosters the growth of industry in this 

country, because industrial design is such an important contributor to market com-

petitiveness and economic growth. 

Pursuant to Federal Rule of Appellate Procedure 29(c)(5), counsel for amici 

curiae represent that no counsel for a party authored this brief in whole or in part, 

and that no person or entity, other than amici or their counsel, contributed money 

that was intended to fund the preparation or submission of this brief.   

Pursuant to Federal Rule of Appellate Procedure 29(a), all parties have con-

sented to the filing of this brief. 
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2 

SUMMARY OF ARGUMENT 

A jury found that Samsung unlawfully sold millions of smartphones in the 

United States that incorporated Apple’s patented designs.  After the district court 

instructed the jury on the proper measure of damages, the jury awarded Apple the 

statutory remedy of Samsung’s total profit from those sales.  That outcome is 

clearly correct under the law governing design patents, as a number of Samsung’s 

amici have admitted elsewhere.  Moreover, the jury’s verdict reflects sound policy 

that aims to promote investments in creative designs and provide effective reme-

dies against unauthorized copies that undermine those investments. 

Commercial success depends increasingly on companies’ ability to create 

innovative product designs that consumers want to buy.  Excellence in design 

drives product sales.  Universities and colleges, in turn, have invested substantially 

to support industry by growing design programs all over the country.  For these 

commercial and academic investments to succeed, there must be strong intellectual 

property protection for original designs. 

Design patents are essential to protecting creators’ substantial investment in 

iconic designs.  Many patented designs vest a tangible good with intangible quali-

ties that are difficult to value in monetary terms; the Statue of Liberty2 and the 

                                           

 2 U.S. Patent No. D11,023 (filed Jan. 2, 1879). 
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3 

classic shape of the Coca-Cola bottle3 are textbook examples.  As in the case of the 

iPhone, patented product designs also can be a fashion statement and a driving 

force in the product’s commercial success.  Moreover, strong protections for de-

sign patents and effective remedies for infringement are an indispensable tool for 

combatting illicit counterfeiting that injures the public welfare and robs industrial 

designers of the value of their work. 

Successful product designs are not achieved by happenstance, but through an 

iterative process that requires corporate vision and a substantial commitment of re-

sources.  Modern industrial design focuses on enhancing the appearance and func-

tionality of a product as a whole.  Design students are taught to achieve a cohesive 

overall appearance by building on a “salient” feature and subtly refining other as-

pects of the overall design to conform to, or enhance, that feature.  This approach 

is critically important for products with embedded technology, such as the iPhone, 

where achieving an intuitive and successful design requires a cross-disciplinary 

understanding of ergonomics, psychology, engineering, and other sciences.  Execu-

tion on these design principles can mean the difference between commercial suc-

cess and failure. 

                                           

 3 U.S. Patent No. D48,160 (filed Aug. 18, 1915). 
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Innovative designs merit the protection in their entirety that design patents 

provide.  Technological innovation, manufacturing know-how, and design exper-

tise each have protections under the patent laws, reflecting Congress’s judgment on 

the appropriate balance of incentives to “promote the Progress of Science and use-

ful Arts.”  U.S. Const. art. I, § 8, cl. 8.  Diluting the protection for design patents 

would upset that balance and hinder the development of distinctive and desirable 

products that drive demand for further innovation, and thus hinder the growth of 

the industrial design field as a whole. 

BACKGROUND 

This case is a cautionary reminder of the necessity for strong rights and rem-

edies to protect industrial design.  Before January 2007, when Apple’s original 

iPhone was unveiled, smartphones generally were large and irregularly-shaped, 

with uneven face-plates and a jumble of colors, textures, and exterior finishes.  

Some had flip-up screens, some had a stylus, most had varying thicknesses, and 

nearly all had a prominent clutter of buttons that crowded a small and visually-

unappealing screen.  As the evidence at trial showed, Samsung’s product offerings 

were representative of the state of the art at the time: 
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5 

 

The iPhone’s departure from its competitors set a new standard for 

smartphone design and demonstrated the power of industrial design in shaping 

consumer preference.  In contrast to the increasingly complicated and intimidating 

technology embedded in smartphones, the iPhone’s sleek and beautiful appear-

ance—defined by its rectangular shape with rounded corners and flat, black front 

face-plate encasing a touch-screen extending to the bezel—was instantly desirable.  

Apple’s Senior Vice President of Design, Sir Jonathan Ive, who oversaw the de-

sign and development of the iPhone and iPad, later received a knighthood for his 

“services to design and enterprise.”  New Year Honours–United Kingdom, London 

Gazette, supp. no. 1, Dec. 31, 2011, at N24, available at 

https://www.thegazette.co.uk/London/issue/60009/supplement/24. 

The iPhone (along with the iPod and iPad) consistently ranks among the 

most influential industrial designs.  For example, Creative Bloq recently ranked the 
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iPod, iPhone, and iPad among such other icons of design as the classic Coca-Cola® 

bottle, the Vespa® scooter, and the Maglite® flashlight as examples of the most in-

spiring industrial designs.  Tom May, 25 Inspiring Examples of Industrial Design, 

Creative Bloq (June 19, 2014), http://www.creativebloq.com/product-

design/examples-industrial-design-12121488.  The Apple products were touted as 

“indisputably game-changing product lines . . . all of which could easily have made 

the list on their own.”  Id.  Similarly, Bloomberg Businessweek named the iPhone 

one of the “50 Coolest Products of the 21st Century” based on its Best in Show In-

dustrial Design Excellence Award in 2008.  Tania Chen & Damian Joseph, 50 

Coolest Products of the 21st Century, Bloomberg Businessweek, 

http://images.businessweek.com/ss/09/07/0729_IDEA_best_of/42.htm; see also 

William Lidwell & Gerry Manacsa, Deconstructing Product Design:  Exploring 

the Form, Function, Usability, Sustainability, and Commercial Success of 100 

Amazing Products 11, 88-89 (2009) (selecting the iPhone as a product that “exem-

plif[ies] ‘good design’”).  Press coverage following the iPhone’s launch was equal-

ly laudatory.  See, e.g., Lev Grossman, Invention Of the Year: The iPhone, Time,  

Nov. 1, 2007 (ranking design as the top two of five reasons why the iPhone is “the 

best thing invented this year”); Walter S. Mossberg & Katherine Boehret, Testing 

Out the iPhone, Wall Street J., June 27, 2007, at D1 (“The iPhone is simply beauti-
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ful.”); David Pogue, Apple Waves Its Wand at the Phone, N.Y. Times, Jan. 11, 

2007, at C1 (“As you’d expect of Apple, the iPhone is gorgeous.”). 

The significance of the iPhone’s design was not lost on Apple’s competitors.  

As explained by Apple and confirmed by the jury, Samsung took immediate notice 

of the iPhone’s success, deliberately copying and incorporating Apple’s designs 

into Samsung’s competing articles.  See Apple Br. 12-17.  The results are unmis-

takable: 

 
 

The subsequent change in appearance of Samsung’s articles, the correspond-

ing upturn of Samsung’s market share at Apple’s expense, and the dramatic growth 

of Samsung’s profits, all are tangible proof of the consequences innovators risk 

when they introduce groundbreaking designs, and the need for strong intellectual 

property protections to safeguard those designs. 
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ARGUMENT 

This case perfectly illustrates why innovative industrial designs must be pro-

tected with robust patent rights and remedies.  The patent laws exist precisely to 

promote investment in industrial design innovation by providing patentees with 

limited exclusivity and remedies against infringement.  See United States v. Univis 

Lens Co., 316 U.S. 241, 250 (1942) (citing U.S. Const. art. I, § 8, cl. 8).  And, as 

Congress has long recognized, infringement of design patents mandates an award 

of the infringer’s “total profit” lest the patentee be left without a remedy.  

I. The Patent Laws Mandate An Award Of The Design Patent Infringer’s 
“Total Profit” 

Congress has authorized design patents and provided remedies for their in-

fringement since 1842, and strengthened those protections several times in the fol-

lowing 172 years.  See Act of Aug. 29, 1842, ch. 263, § 3, 5 Stat. 543, 543-44.  The 

current statute authorizing damages for infringement of design patents provides: 

Whoever during the term of a patent for a design, without license of 
the owner, (1) applies the patented design, or any colorable imitation 
thereof, to any article of manufacture for the purpose of sale, or (2) 
sells or exposes for sale any article of manufacture to which such de-
sign or colorable imitation has been applied shall be liable to the own-
er to the extent of his total profit, but not less than $250, recoverable 
in any United States district court having jurisdiction of the parties. 
 

35 U.S.C. § 289.  The statute unambiguously requires an award of the “total profit” 

from the sale of the “article of manufacture.”  Id.  The article of manufacture is the 

product “to which [the patented] design or colorable imitation has been applied.”  
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Id.  Here, the articles of manufacture are the millions of Samsung smartphones that 

the jury found copied the iPhone’s patented designs, and the statutory damages are 

Samsung’s total profits from the sale of those products in the United States. 

The key statutory terms trace their roots to the Design Patent Act of 1887, 

ch. 105, 24 Stat. 387, which Congress enacted to overrule a series of Supreme 

Court cases that had required the patentee to apportion its damages to the incre-

ment of the infringer’s illicit profits derived solely from the infringing design.  See 

18 Cong. Rec. 834, 834 (1887) (declaring that the Supreme Court’s ruling left de-

sign patentees with “a right without a remedy”); see also Dobson v. Dornan, 118 

U.S. 10 (1886); Dobson v. Hartford Carpet Co., 114 U.S. 439 (1885).  In 1946, 

and again in 1952, Congress left the “total profit” remedy for design patent in-

fringement untouched, even while eliminating infringer profits as a remedy for in-

fringement of utility patents and removing the requirement of knowing infringe-

ment for design patents.  See Bergstrom v. Sears, Roebuck & Co., 496 F. Supp. 

476, 496 (D. Minn. 1980); P.J. Federico, Commentary on the New Patent Act 

(1954), reprinted in 75 J. Pat. Trademark Off. Soc’y 161, 203 (1993).  Thus, the 

unmistakable trend has been toward increasing protections for design patents. 

Contrary to the text and history of the statute, Samsung and its Law Profes-

sor amici invite the Court to redefine “total profit” to mean only partial profit, and 

“article of manufacture” to mean only the infringing element of the article.  Sam-
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sung Br. 38-39; Br. Amici Curiae 27 Law Professors (“Law Professors Br.”) 11-15.  

Even if that argument could be squared with the letter of the statute—and it can-

not—it is foreclosed by settled precedent.  In Nike, Inc. v. Wal-Mart Stores, Inc., 

138 F.3d 1437, 1442 (Fed. Cir. 1998), cert. denied, 528 U.S. 946 (1999), this Court 

made clear that Section 289 does not allow for an apportionment of damages when 

a design patentee seeks “total profits” as a remedy for infringement.  That ruling 

undoubtedly is correct and should be accorded stare decisis.  See Halliburton Co. 

v. Erica P. John Fund, Inc., 134 S. Ct. 2398, 2411 (2014) (“The principle of stare 

decisis has special force in respect to statutory interpretation because Congress re-

mains free to alter what we have done.”) (internal quotation marks omitted). 

A contrary holding would upset settled expectations.  As this Court has rec-

ognized, Congress enacted the provisions now codified in Section 289 specifically 

to overcome the difficulties of apportionment that defined prior design infringe-

ment cases.  See Nike, 138 F.3d at 1443 (“The additional remedy created in 1887 

for design patents was enacted to overcome the allocation problem for designs 

. . . .”).  Moreover, the precedent has not been criticized by members of this Court 

and has not proven unworkable.  Quite the contrary, it reflects an easily admin-

istrable bright-line rule that has guided courts, innovators, and design professionals 

for more than a century.  E.g., Untermeyer v. Freund, 58 F. 205, 211-12 (2d Cir. 

1893) (rejecting the interpretation that Samsung now presses).  In addition, as dis-
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cussed below, the “total profit” rule makes perfect sense in the context of the in-

dustrial design profession and aligns with market realities. 

II. Strong Patent Protection Is Vital To Innovation In The Increasingly 
Important Field Of Industrial Design  

Strong design patent protection allowing for recovery of an infringer’s “total 

profit” remains as important today as in 1887.  Increasing complexity in consumer 

products does not somehow make design patent protections and remedies antiquat-

ed, as Samsung’s amici suggest.  See Law Professors Br. 14-15.  Rather, as com-

plexity has increased, so has the importance of good product design.  Robust de-

sign patent protections are necessary to promote continued innovation and deter 

copycat infringement. 

A. Industrial Design Is Critical To Product Success 

Industrial design is a rigorous and growing profession that contributes im-

measurably to the commercial success of companies and products in highly com-

petitive consumer markets. 

1.  Market leaders understand that good design is good business.  “The com-

panies with the strongest brands understand that their products must not only make 

a good impression, but should also be visually identifiable as theirs.”  Kim Good-

win, Designing for the Digital Age 331 (2009).  For example, the uniform “curva-

ture on the corners” of Apple products “softens Apple’s ‘shiny and high-tech’ im-

age to make it more approachable” and “also tells you that everything you are 
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looking at is from the same company.”  Id. at 482.  Companies also recognize that 

consumers associate beautiful and pleasing designs with higher quality.  Empirical 

research shows a strong correlation between aesthetically-pleasing products and 

consumer perceptions of modernity, high quality, and self-worth.  See, e.g., 

Janneke Blijlevens et al., How Consumers Perceive Product Appearance: The 

Identification of Three Product Appearance Attributes, 3 Int’l J. Design 27, 27 

(2009) (“Blijlevens”); Claudia Townsend & Sanjay Sood, Self-Affirmation 

Through the Choice of Highly Aesthetic Products, 39 J. Consumer Res. 415, 425 

(2012).  Given these strong consumer associations, it is no surprise that 

“[c]ompanies that are able to communicate a certain meaning (e.g. prestige) 

through the appearance of a product design can create a competitive advantage in 

the market and increase the product’s chance of success.”  Blijlevens, supra, at 27. 

A product’s design can be the most important factor distinguishing it from 

competitors and creating goodwill and brand identity in the minds of consumers.  

Innovative design can make the difference between product success and product 

failure.  See Karl T. Ulrich & Steven D. Eppinger, Product Design and Develop-

ment 213 (5th ed. 2012) (“Where [aesthetic] characteristics are important, [indus-

trial design] will play a critical role in determining the product’s ultimate suc-

cess.”); Hakil Moon et al., Product Design Innovation and Customer Value: Cross-

Cultural Research in the United States and Korea, 30 J. Prod. Innovation Mgmt. 
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31, 31 (2013) (noting that “the importance of design has increased in today’s com-

petitive markets” and “can lead to a distinct competitive advantage”).  This is es-

pecially true of consumer products intended for wearing or carrying on one’s per-

son, where effective design protection is even more important.  For those types of 

products, where consumers are making a “fashion statement” about how others 

will perceive them, design is critical to consumer choice.  See, e.g., Lois F. Herze-

ca & Howard S. Hogan, Fashion Law and Business:  Brands and Retailers 184-89 

(2013) (describing prevalence of design patents for high-end fashion brands); 

Product Design and Development, supra, at 213 (“An attractive product may be 

associated with high fashion and image and will likely create a strong sense of 

pride among its owners.”)  Modern smartphones are commonly seen in a person’s 

hands, and like shoes, watches, eyeglasses, and other worn items, the “coolness” 

factor of the device is extremely important to the target demographic.  Indeed, fol-

lowing the iPhone’s launch, Samsung took sudden interest in the power of fashion-

able smartphones.  Brian X. Chen, Samsung Emerges as a Potent Rival to Apple’s 

Cool, N.Y. Times, Feb. 10, 2013, http://www.nytimes.com/2013/02/11/technology/ 

samsung-challenges-apples-cool-factor.html?pagewanted=all&_r=0. 

The growing appreciation that product design drives profits has resulted in 

an entire industry devoted to industrial design.  As of 2010, there were more than 

40,000 industrial designers employed in the United States, a figure expected to 
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grow more than 10 percent by 2020.  Bonnie Nichols, Valuing the Art of Industrial 

Design:  A Profile of the Sector and Its Importance to Manufacturing, Technology, 

and Innovation, National Endowment for the Arts Research Report No. 56, at 17 

(2013), http://arts.gov/sites/default/files/Valuing-Industrial-Design.pdf (“NEA Re-

port”).  Industrial design employment at engineering firms and specialized design 

firms has an even greater projected growth of nearly 29 percent.  Id.  Samsung it-

self now reportedly “employs 1,000 designers with different backgrounds like psy-

chology, sociology, economy management and engineering,” Chen, supra—a sta-

tistic that belies attempts by Samsung’s amici to marginalize the contribution of 

industrial design to product success.  See Law Professors Br. 9-11. 

United States companies have invested heavily in industrial design.  In 2007 

alone, United States companies paid outside industrial design firms more than 

$1.4 billion for product design and related services.  NEA Report at 27.  That fig-

ure does not account for the significant money that leading consumer products 

companies spend internally on product design services.  See, e.g., Product Design 

and Development, supra, at 210 (reporting that Motorola’s industrial designers 

“participate fully in all new product development efforts”).  Indeed, design patent 

grants confirm that internal spending on design at United States companies is big 

business:  the top ten domestic companies in terms of granted United States design 

patents received a combined 101,376 design patents between 1999 and 2012.  NEA 
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Report at 40.  Patent filing data also support the conclusion that investment in 

product design is investment in invention, as 40 percent of the inventors identified 

on design patents (55,000 of the 136,000) were also named inventors on utility pa-

tents.  Id. at 45. 

2.  Like businesses, academia has responded to the growing importance of 

design.  The National Association of Schools of Art and Design (“NASAD”), the 

accrediting body for United States industrial design programs, is five times larger 

than it was in 1974, with over 316 accredited institutional members and potentially 

more than 65 new members over the next three years.  Kristi Nelson, NASAD, Re-

port of the President 2 (2013), http://nasad.arts-accredit.org/site/docs/ 

ANNUAL%20MEETING%20PAPERS/NASAD_2013_President’s_Report.pdf.  

Among the accredited NASAD institutions, at least 42 offer degree programs in 

industrial design.  See generally NASAD Accredited Institutional Members, 

http://nasad.arts-accredit.org/index.jsp?page=List_Accredited_Members (last visit-

ed Aug. 1, 2014); see also Industrial Design Society of America, Fact Sheet, 

http://idsa.org/idsa-fact-sheet (listing “61 schools that have industrial design pro-

grams”).  Industrial designers typically must have at least a four-year degree from 

a university program “where they study sculpture and form; develop drawing, 

presentation, and model-making skills; and gain a basic understanding of materials, 

manufacturing techniques, and finishes.”  Product Design and Development, su-
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pra, at 211; see also Bureau of Labor Statistics, U.S. Dep’t of Labor, Occupational 

Outlook Handbook (2014-15 ed.), http://www.bls.gov/ooh/arts-and-

design/industrial-designers.htm (noting that entry-level positions in industrial de-

sign typically require a bachelor’s degree).  In 2011, almost 1,400 students re-

ceived bachelor’s degrees in industrial design.  NEA Report at 19. 

Postsecondary industrial design programs are retooling their curricula to re-

flect the growing interdisciplinary approach of the industrial design profession.  

NEA Report at 5; see also id. at 19 (noting that industrial designers “need an un-

derstanding of engineering and technology, production processes, computers, 

mathematics, and even physics”).  Design is an integral part of product develop-

ment, and designers work closely with research and development, marketing, man-

ufacturing, purchasing, and other specialists throughout the product-development 

cycle.  See Designing for the Digital Age, supra, at 22-24; Product Design and De-

velopment, supra, at 210; NEA Report at 4.  Industrial design degree programs “re-

flect the interdisciplinary nature of industrial design work,” with curricula at lead-

ing institutions including anthropology, system designs, and entrepreneurship to-

gether with traditional manufacturing and design studio requirements.  NEA Re-

port at 5; accord Product Design and Development, supra, at 211.  Universities are 

also developing “hybrid programs that apply design thinking to business and other 

fields of practice.”  NEA Report at 5. 
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The increasing recognition that good design is good business has given rise 

to a multi-billion dollar industry focused on industrial design and supported by a 

vibrant and growing academic culture.  The sector is driven by the tremendous in-

vestments businesses make to promote advances in original design, beginning at 

the university level.  See, e.g., James Dyson Award 2014, 

http://www.jamesdysonaward.org/ (last visited Aug. 1, 2014) (sponsoring interna-

tional competition for “current and recent design engineering students”).  Those 

investments are fueling the growth of the market for talented industrial designers, 

as well as the educational institutions that train them, and depend on the continued 

existence of reliable protections for new designs. 

B. Design Cannot Be Isolated From The Product As A Whole 

A rule that would require design patentees to apportion their infringement 

damages would be at odds with modern principles of integrated design and would 

undermine substantial investments in innovation. 

1.  To no avail, Samsung’s amici seek to return to a Dobson regime of ap-

portionment at odds with principles of industrial design.  See, e.g., Law Professors 

Br. 12.  That regime proved unworkable in the 1880s and would be even less feasi-

ble today.  Modern approaches to design train students to create successful articles 

that are not simply a hodgepodge of discrete elements, but a cohesive and integrat-

ed whole that connects all of the product’s parts in a meaningful way.  “To build 
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brand equity, the look of every knob and pixel, the tone of each piece of content, 

and the behavior of every product should reinforce a consistent set of brand values, 

such as reliability, luxury, adventure, perfection, caring, or innovation.”  Designing 

for the Digital Age, supra, at 331.  This visual design principle is exemplified in 

the iPhone.  See Viva R. Moffat, The Copyright/Patent Boundary, 48 U. Rich. L. 

Rev. 611, 659-60 (2014) (“[T]he better and more effective the industrial design, 

the more likely it is that the aesthetic and functional elements will merge, becom-

ing intertwined and interdependent. . . . Apple’s iPhone is likely one such example 

. . . .”).  Design students learn to integrate a product’s “salient” feature—such as 

the distinctive black, flat front plate of the iPhone—into a cohesive overall design 

by refining other details to be compatible with, or to emphasize, the salient feature.  

See, e.g., William Lidwell & Gerry Manacsa, Deconstructing Product Design:  

Exploring the Form, Function, Usability, Sustainability, and Commercial Success 

of 100 Amazing Products 88 (2009) (noting that “[t]he [iPhone’s] form is dominat-

ed by the face, which is a seamless pane of glass except for a single button—the 

Home button.”).  A single feature therefore can dictate the visual appearance of the 

product in its entirety and make the difference between one that is beautiful and 

commercially successful, and one that is not. 

These principles are vitally important in the design of complex or technolog-

ically advanced consumer products.  The market rewards highly technical prod-
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ucts, such as the iPhone, only if they have an intuitive design that communicates or 

suggests the function of the product to the user.  See Don Norman, The Design of 

Everyday Things 263-64 (2013) (“Good design requires stepping back from com-

petitive pressures and ensuring that the entire product be consistent, coherent, and 

understandable.”); see also Deconstructing Product Design, supra, at 88 (quoting 

Jonathan Ive’s description of Apple’s design ethos:  “‘The design and the product 

itself are inseparable’”).  Over the past several decades, industrial design has fo-

cused increasingly on making products with embedded technology more accessible 

and less intimidating to users.  Famed industrial designer Raymond Loewy devel-

oped the principle of achieving MAYA—the “most advanced yet acceptable” de-

sign—a principle reflected in the Apple products at issue in this case.  See Decon-

structing Product Design, supra, at 138.  Making complex articles more under-

standable to consumers translates directly into market acceptance, increased sales, 

brand recognition, and profitability.  See, e.g., Apple Inc., Supplier Responsibility 

2014 Progress Report 3, https://www.apple.com/supplier-responsibility/pdf/Apple_ 

SR_2014_Progress_Report.pdf (“At Apple, we believe in making complex things 

simple.”); Retrofitting the Built Environment 201 (William Swan & Philip Brown 

eds., 2013) (noting Apple’s success in “mass-produc[ing] intuitive designs for in-

creasingly complex products”). 
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2.  Corporate investments in industrial design are not cost-free.  Industrial 

designers are skilled professionals who must work closely with engineers and other 

specialists throughout the product-development cycle to achieve, as Apple does, 

“new products and solutions with superior ease-of-use, seamless integration, and 

innovative design.”  Apple Inc., Annual Report 1 (Form 10-K) (Oct. 30, 2013).  

Achieving consistent excellence in design requires a strong commitment by corpo-

rate managers; integrating design into a corporation’s culture or product line may 

take three years for small companies or five to ten years for larger companies.  De-

signing for the Digital Age, supra, 698.  A product design team “might include an 

engineer, design strategist, marketer, and anthropologist, as well as software de-

signers and developers, as products become more intelligent and responsive to me-

dia inputs.”  NEA Report at 4.  By “play[ing] a crucial role in driving the creative 

process that results in new inventions,” id. at 6, industrial designers help to achieve 

a symbiosis of form and function. 

It is therefore wrong to suggest, as Samsung and its amici do, that a product 

that embodies a successful industrial design can be reduced to a collection of dis-

crete aesthetic, tactile, and technological elements, each capable of individual val-

uation by a court or jury.  Samsung Br. 37; Law Professors Br. 12.  Rather, it is the 

cohesive and integrated whole that drives consumer demand and accounts for a 

product’s commercial success.  A distinguishing design element in a product can 

Case: 14-1335     CASE PARTICIPANTS ONLY Document: 99     Page: 33     Filed: 08/04/2014



 

21 

absolutely drive purchasing decisions because it is often that distinguishing design 

that others can see and associate with the seller.  For example, from a distance, 

consumers can see the iPhone design and immediately associate it with Apple and 

high quality—an association that Apple has cultivated through its substantial in-

vestments in product design.  See Kurt Badenhausen, Apple Dominates List of the 

World’s Most Valuable Brands, Forbes (Nov. 6, 2013), 

http://www.forbes.com/sites/kurtbadenhausen/2013/11/06/apple-dominates-list-of-

the-worlds-most-valuable-brands/ (“Design has been a large contributor to the 

strength of the Apple brand.”). 

C. Design Patents Are An Important Protection Against  
Counterfeiting 

Counterfeiting is both dangerous and costly to consumers and businesses 

alike.  Robust remedies for the marketing of unauthorized patented designs are 

necessary to protect against counterfeiting’s harmful effects. 

Counterfeiting has immense social costs, diverting sales from domestic 

businesses, draining the Treasury, and destroying American jobs.  “Counterfeiting 

and piracy cost the U.S. economy between $200 billion and $250 billion per year, 

[and] are responsible for the loss of 750,000 American jobs.”  U.S. Chamber of 

Commerce & International Trade Administration, Top 10 Ways to Protect Yourself 

from Counterfeiting and Piracy (2007), http://www.trade.gov/press/ 

press_releases/2007/top10-stopfakes_041007.pdf.  Each year, counterfeiting and 
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illegal trade slashes sales of genuine items by as much as $50 billion.  Suraj Com-

muri, The Impact of Counterfeiting on Genuine-Item Consumers’ Brand Relation-

ships, 73 J. Marketing 86, 86 (2009).  Further, counterfeiting costs developed 

countries more than $125 billion every year in lost tax revenue, additional welfare 

spending, increased costs of crime, deaths from illicit goods, increased spending on 

health services, and loss of foreign direct investment.  Business Action to Stop 

Counterfeiting and Piracy, Estimating the Global Economic and Social Impacts of 

Counterfeiting and Piracy 7, 47 (2011), http://www.iccwbo.org/Data/Documents/ 

Bascap/Global-Impacts-Study---Full-Report/. 

Counterfeit goods can pose real health and safety concerns.  As the United 

Nations has reported, “[b]ecause counterfeiters are essentially unaccountable and 

have no interest in building a brand reputation, costs can be additionally reduced 

by cutting corners in the production phase, such as employing sweatshop labour, 

engaging in environmentally unsound manufacturing processes and using inferior-

grade materials.”  United Nations Office on Drugs and Crime, The Globalization of 

Crime: A Transanational Organized Crime Threat Assessment 176 (2010), 

https://www.unodc.org/documents/data-and-analysis/tocta/TOCTA_Report_2010 

_low_res.pdf.  This lack of accountability allows counterfeiters to market unsafe 

products.  For example, “[k]nockoff toy producers need not worry about choking 

hazards or paint toxicity,” and “[c]ounterfeit auto parts are not subjected to the rig-
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orous safety testing born by their licit counterparts.”  Id. at 173.  Counterfeit elec-

tronic devices, like the products in this case, can also present safety hazards.  In 

2010, for example, about 470,000 counterfeit smartphone batteries were recalled 

because they overheated, causing burn and fire hazards.  See U.S. Consumer Prod-

uct Safety Commission, Asurion Recalls Counterfeit BlackBerry®-branded Batter-

ies Due to Burn and Fire Hazards (Aug. 10, 2010), 

http://www.cpsc.gov/en/Recalls/2010/Asurion-Recalls-Counterfeit-BlackBerry-

branded-Batteries-Due-to-Burn-and-Fire-Hazards/. 

Given the enormous costs and real safety hazards resulting from counterfeit-

ing, rigorous anti-counterfeiting protections with effective remedies are necessary.  

Design patent infringement suits, with the potential of total profit and injunctive 

remedies, can be successful at filling this need.  See, e.g., Payless Shoesource, Inc. 

v. Reebok Int’l Ltd., 998 F.2d 985, 990-91 (Fed. Cir. 1993) (vacating district 

court’s order denying preliminary injunction in design patent infringement suit); 

Order, Payless Shoesource, Inc. v. Reebok Int’l Ltd., No. 92-4208-S (D. Kan. July 

27, 1993) (dismissing case with prejudice based on parties’ stipulation days after 

Federal Circuit’s vacatur of order denying preliminary injunction); see also, e.g., 

John P. Guenther, Adapting Practices to Deal with Recent Game-Changing Cases, 

Aspatore, 2010 WL 1535343, at *11 (Apr. 2010) (“Design patent infringement 
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suits can prove to be particularly useful in instances in which copied, or ‘knock-

off,’ products are involved.”). 

Furthermore, other intellectual property protections alone are insufficient to 

protect against counterfeiting, making the additional protections and remedies of 

design patents essential.  See Guenther, 2010 WL 1535343, at *11.  For example, 

trade dress claims can be insufficient because of the difficulties in proving that the 

trade dress has acquired secondary meaning in the marketplace.  See id.  Because 

design patent infringement has no such requirement, it can serve as a backstop in 

cases involving counterfeit patented designs.  Id.  Design patent protection is also 

effective when the counterfeiter has made slight variations to its products to distin-

guish them from patentees’ products in the marketplace, but the counterfeit prod-

ucts are nonetheless a “colorable imitation” of the patented original design.  35 

U.S.C. § 289; see also, e.g., L.A. Gear, Inc. v. Thom McAn Shoe Co., 988 F.2d 

1117, 1125-26, 1134 (Fed. Cir. 1993) (holding distinctive labels on shoes preclud-

ed relief based on trade dress claims, but affirming design patent infringement 

judgment because, as compared to the patented original design, the accused prod-

uct was a copy). 

Accordingly, strong and effective protections, such as those provided by de-

sign patents, are needed to combat the dangerous and immensely expensive harms 

of global counterfeiting. 
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III.  The Law Professors’ Policy Arguments Are Misplaced And Wrong 

Samsung and its Law Professor amici advance a series of policy arguments 

for why, in their view, awarding an infringer’s “total profit” is counterproductive.  

Those arguments are misplaced:  Congress, not the courts, is the proper forum for 

addressing such concerns.  In any event, the policy arguments favored by Samsung 

and its Law Professor amici are unavailing. 

A.  Samsung’s feature argument on design patents is that this Court should 

engraft a “causation” element to the award of total profit under Section 289.  Sam-

sung Br. 36; accord Law Professors Br. 12-13.  But there is no difference between 

requiring an extraordinary showing of causation and requiring proof of apportion-

ment—which courts long ago rejected.  Untermeyer, 58 F. at 212 (profits “on ac-

count of the infringement should be considered to be the total net profits upon the 

whole article”) (emphasis added).  In mandating an award of “total profit” from the 

sale of an article incorporating an infringing design, Congress codified the inherent 

causal nexus between patented design and an infringer’s total profit.  Section 289 

reflects Congress’s judgment on the proper balance of innovation and deterrence—

a balance that has withstood the test of more than a century with no ill effects. 

Indeed, requiring an apportionment of damages for the infringement of de-

sign patents would substantially increase the costs of litigation and extend the 

length of trials, particularly where the infringing articles involve complex technol-
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ogies.  For example, the Law Professors posit that as many as 250,000 patents may 

cover aspects of a modern smartphone.  Law Professors Br. 10.  Requiring a design 

patentee to apportion damages to the infringing design, to the exclusion of all other 

aspects of the article, typically would require expert testimony and economic anal-

ysis.  See, e.g., LaserDynamics, Inc. v. Quanta Computer, Inc., 694 F.3d 51, 69 

(Fed. Cir. 2012) (rejecting plaintiff’s apportionment for its “lack of economic anal-

ysis”).  The resulting increase in litigation costs and attorneys’ fees from appor-

tionment disputes could well exceed the reduced damages that successful patentees 

would be eligible to recover.  As a consequence, many design patents could go un-

enforced and the copying of protected designs could go undeterred. 

Ignoring the plain text and history of the statute, the Law Professors contend 

that the second paragraph of Section 289 actually does “contemplate some kind of 

apportionment.”4  Law Professors Br. 13-14.  But “the profit made from the in-

fringement” in the second paragraph plainly refers to the “total profit” in the first 

                                           

 4 The argument is curious, given that several of Samsung’s Law Professor amici 
have acknowledged elsewhere that current law under Section 289 requires an 
award of the infringer’s total profit.  See, e.g., Q&A: The Design Patent System’s 
Damaging Consequences, Republic 3.0 (2014), http://republic3-0.com/design-
patent-system-damaging-consequences-mark-lemley/ (interview with Professor 
Lemley, in which he states: “If you infringe a design patent, the patent owner is en-
titled to be paid your entire profits from the sale of the product, whether or not 
those profits were attributable to the design”); see also, e.g., Apple Br. 45-46 & 
n.11. 
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paragraph, where infringement is defined.  35 U.S.C. § 289.  The bar on recovering 

twice merely prevents patentees from recovering both total profit on sales of the 

infringing article and some other measure of damages, such as a reasonable royal-

ty.  Catalina Lighting, Inc. v. Lamps Plus, Inc., 295 F.3d 1277, 1291-92 (Fed. Cir. 

2002); see also 35 U.S.C. § 284. 

Samsung and the Law Professors claim that a literal reading of Section 289 

could lead to absurd outcomes, such as patentees claiming the entire profit of Unit-

ed Airlines or the total profit from the sale of an automobile with an infringing 

cup-holder.  Samsung Br. 39; Law Professors Br. 12.  It is telling that neither Sam-

sung nor the Law Professors identifies a single case in the 127-year history of the 

total profit provision resembling their law school hypotheticals.  Similarly, the Law 

Professors cite no example of competing claims on an infringer’s profits, see Law 

Professors Br. 3, or explain how the unlikely scenario of multiple infringements 

could not be reconciled through impleader of all interested patentees.  Apple Br. 

53. 

B.  Despite the demonstrated role that design plays in driving sales and pro-

moting innovation, the Law Professors oddly suggest that the quickening pace of 

innovation somehow requires less design protection.  Law Professors Br. 9-11.  

Quite the contrary, United States companies face increased competition from com-

petitors that will seek to compete as soon as a successful product hits the market.  
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Without strong design patent protection, a competitor will be free to get “too 

close” and only face having to pay an apportionment if the original party follows 

through with the expense of litigation.  In many cases, the cost of bringing the law-

suit will not justify the reward unless the original creator has the power to extract 

all of the defendant’s profits.  See, e.g., Guenther, 2010 WL 1535343, at *11 (not-

ing the importance of design patents as a tool for combating unfair global competi-

tion). 

Moreover, design cycles in consumer products can be very short.  See, e.g., 

Sameer Singh, Galaxy S4: A Sign of Shrinking Smartphone Development Cycles, 

Tech-Thoughts (Mar. 15, 2013), http://www.tech-thoughts.net/2013/03/galaxy-s4-

shrinking-smartphone-development-cycles.html#.U8w0zrkg-M8 (discussing Sam-

sung’s push to adhere to semi-annual product releases).  Consequently, leading in-

novators are challenged continually to improve their designs.  Given the shrinking 

lifecycle of some products, the problem of deliberate copying becomes even more 

difficult to remedy without strong design patent protection. 

The Law Professors unpersuasively argue that consumers “don’t buy 

iPhones simply because they look cool.”  Law Professors Br. 10.  That gross gen-

eralization is simply untrue.  Consumers do buy iPhones and other consumer elec-

tronic products simply because of their innovative designs—the image, fashiona-

bility, brand identity, shape, beauty, and overall ease of use.  See Press Release, 
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J.D. Power & Associates, Customer Satisfaction with Feature-Rich Smartphones 

Increases as the Segment’s Popularity Continues to Rise (Mar., 21, 2013), 

http://www.jdpower.com/press-releases/2013-us-wireless-smartphone-satisfaction-

study-volume-1-and-2013-us-wireless (reporting that Apple’s iPhone has consist-

ently ranked highest in consumer satisfaction, performing “particularly well in 

physical design and ease of operation”).  When an infringer incorporates those de-

signs into its own articles of manufacture and markets those articles to compete 

with the patentee’s product, the infringer’s profits are a direct result of the in-

fringement. 

The Law Professors argue that an award of an infringer’s total profits “dras-

tically overcompensates” design patentees, Law Professors Br. 2, but again, that 

argument is for Congress, not the courts.  And the argument is wrong in any event.  

Here, the jury found that Samsung sold millions of articles incorporating the same 

patented design features that define the look and feel of Apple’s products.  The pa-

tented features are integrated into the products’ overall appearance.  It would be 

manifestly unfair, as Congress long ago recognized, to deny the owner of a design 

patent any meaningful recovery unless it could somehow prove the portion of the 

infringer’s profits attributable narrowly to the patented designs.  See 18 Cong. Rec. 

at 834 (under prior law requiring design patentee to allocate damages, “[i]t has 

been abundantly shown, even if any such showing were necessary, that the proof 
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thus called for can never be furnished”).  Such a system would drastically over-

compensate infringers and render design patents a nullity. 

C.  The Law Professors’ oxymoronic concern with punishing “innocent in-

fringers,” Law Professors Br. 3, has no bearing here.  The jury found that Samsung 

copied Apple’s design to achieve enormous profits.  It would be unjust to reward 

that type of copying by creating an apportionment law here.  Congress’s decision 

to strengthen protections for patented designs and shift responsibility to potential 

infringers simply reflects the reality that, with the growth of professional industrial 

design, it is reasonable to expect those trained in industrial design and the corpora-

tions that employ them to consult the relevant prior art before developing and mar-

keting a product incorporating a potentially infringing design.5 

Moreover, the Law Professors’ concern with “innocent infringers” is not in 

keeping with modern realities.  Patent searches in 1887 were far more onerous than 

today, and the burden of personally reviewing the prior art at a repository of pa-

tents made the risk of inadvertent infringement much more acute.  Today, in con-

trast, patent searches can be performed by anyone with access to the internet.  
                                           

 5 The notion that innocent infringers will be punished is also belied by the limita-
tion on damages provided in 35 U.S.C. § 287(a).  Section 287(a) imposes a mark-
ing requirement on patentees, specifically placing any potential innocent infringers 
on notice of the patentee’s designs, and limits the patentee’s recovery if it fails to 
mark to only those damages occurring after notice was given.  35 U.S.C. § 287(a); 
Law Professors Br. 6 n.4. 
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Most, if not all, college-level industrial design programs include instruction on 

both design and utility patents.  Students are taught to understand the differences 

between the two, how to interpret the disclosed drawings, and how to understand 

the limits of coverage and the dates of issue and expiration.  Most importantly, stu-

dents are taught the importance of respect for the intellectual property represented 

by issued patents—a respect that design students in turn expect to receive for their 

own creative works.  See, e.g., The Pratt Institute, Master of Industrial Design, 

https://www.pratt.edu/academics/art-design/art-grad/industrial-design-grad/indus-

trial-design-mid/ (last visited Aug. 1, 2014) (“Graduates from the M.I.D. program 

will have working knowledge of the business aspects of design, with emphasis on 

entrepreneurship, protection of intellectual property, teamwork, and marketing”); 

The Art Institutes, Industrial Design Bachelor of Science, 

http://new.artinstitutes.edu/seattle/Programs/industrial-design/1817 (last visited 

Aug. 1, 2014) (noting that graduates will “exhibit professionalism through their 

understanding of intellectual property law”).  Indeed, NASAD requires that gradu-

ates from accredited schools have “[f]unctional knowledge of . . . ethical behaviors 

and intellectual property issues such as patents, trademarks, and copyrights” as an 

“[e]ssential [c]ompetenc[y]” for a bachelor’s degree in industrial design.  NASAD, 

Handbook 2013-2014, at 123, http://nasad.arts-accredit.org/site/docs/Handbook/ 

NASAD_HANDBOOK_2013-14.pdf. 
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Most industrial design curricula encourage or require students to search the 

prior art so that they can more fully appreciate the genre of products that they are 

designing.  Before internet searching capabilities became ubiquitous, access to is-

sued patents was extremely limited.  Now, searching design and utility patents has 

become much simpler, more expedient, and expected of all design students as a 

matter of course.  Instructors are now far less forgiving than in years past when 

students conduct incomplete searches of in-force patents.  By fostering respect for 

intellectual property rights in this manner, design instructors instill in students a 

desire to produce designs that are more creative and innovative than the existing 

art.  Noted industrial designer Charles Eames claimed:  “Design depends largely on 

constraints.”  John Neuhart & Marilyn Neuhart, Eames Design:  The Work of the 

Office of Charles and Ray Eames 15 (1989).  Well-educated design students and 

serious-minded professional designers embrace this concept and consider the con-

straints of issued and in-force patents, not to limit their creativity and innovation, 

but to encourage it. 

Because information on design patents is readily accessible, there can be no 

reasonable excuse for a designer to claim ignorance of patents pertaining to the 

genre of his or her work.  As with utility patents, ignorance is not a valid defense to 

design infringement—and it is not a valid reason to allow an infringer to retain the 

profits from its infringement.  
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CONCLUSION 

The balance struck by Congress more than a century ago and embodied in 

Section 289 is more important than ever.  Strong protections for patented designs 

fuel innovation by encouraging new ways to make complex technologies accessi-

ble to consumers.  Eliminating the statutory remedy for design infringement would 

hinder, not advance, technological innovation.  The Court should continue to rec-

ognize that the required remedy for design infringement is an award of the infring-

er’s “total profit” from sales of the article of manufacture incorporating the patent-

ed design. 

Respectfully submitted this 4th day of August, 2014. 
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